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NOTE: This facsimile is intended for the addressee only and may contain privileged or confidential 
617 542-5070 to arrange for its return. Thank you. 
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BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 




feUiaHsJAE S. LIM 



Appeal No. 2003-1864 
Application No. 09/335,376* 



REMAND TO EXAMINER 



aSSSmJSSF^ ^1*1?^ Profit MqPu HARKCOM, YLCejaisf 

AdminfgtrativftP^nf.liififlft , and nase, Admin^y* ^ t f m l fi ; ff g ™ 

Per curiam 

REMAND Tn^ FM | N p R 

The above-ldentifled application is being remanded to the examiner for 
appropriate action. 



^5^S^^ 1 ^ fof ^™ ^U-S. Patent No. 5.640 .4B6 (Application No. 



* Wo Oeolcatinff Required * 
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Initial*: 
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BACKGROI iMn 

1 . A review of the file.record Indicates that claims 9, 1 1-16, 18-21. 23, 28-35. 37- 
50, 54, 55. 57-64,66-72, 74-77, 79-81. 8548. 96, 97. 99-102, 106-109, 116-120, 122- 
126. 128-131, 133-137 and 139-153 have been rejected under 35 U.S.C. § 251 as 
attempting to recapture subject matter surrendered in the application to obtain the 
original patent 

2. A precedential opinion concerning a reissue recapture rejection under 
35 U.S.C. § 251 was decided May 29, 2003 in IbyxbE^} , n £smii ^ major1ty 
opinion applied the fact-specific analysis set forth in laisLCIsmm 131 F.3dl464, 
1468-71 45 USPQ2d 1 161, 1 164-66 (Fed. Cir. 1997), determined that under the facts 
and circumstances before It, the "surrendered subject matter" was claim 1 of Eggert as 
that claim existed prior to the post-final rejection amendments led to the allowance 
of claim 1 in the original patent, and decided that reissue claims 15-22 of Eggert were 
HO! precluded (I.e., barred) by the "recapture rule." Slip. op. at 39-45. 

ACTION 

We remand this application to the examlnerfor a determination of whether the 
rejection under 35 U.S.C. § 251 remains appropriate in view oi EumLEsmt. 

If the examiner determines that the rejection under 35 U.S.C. § 251 remains 
appropriate, the examiner Is authorized to prepare a supplemental examiner's answer 



available 
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s P e Cifica .tyaddre S slngt h e § 251 rejection. See 37 CFR§ 1.193(b)(1). intheevent 
that the examiner furnishes a supplemental answer, the appellant may fi,e a reply brief 
In accordance with 37 CFR § 1.193(b)(1). 

If the examiner determines that the rejection under 35 U.S.C. § 251 is no longer 
appropriate, the examiner should withdraw the rejection In an appropriate Office action. 

CQNCI PRION- 

This applicaflon, by virtue of its >eciar status, requires immediate action, see 

MPEP§ 708.01. 

If after action by the examiner In response to this remand there still remains 
decisions) of the examiner being appealed, the application shpufd be promptly 
returned to the Board of Patent Appeals and interferences. 





H. STONERrJk. Y^. 
Chief Administrative Pate* Judge 

PAR* V. HARKCOM 

Vice Chief Administrative Patent Judge 




JEFFREY V. NASE 
Administrative Patent Judge 



BOARD OF PATENT 
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AND 
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